TH'S OPI NI ON WAS NOT WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered today (1)
was not witten for publication in a law journal and (2) is
not bi ndi ng precedent of the Board.

Paper No. 22

UNI TED STATES PATENT AND TRADEMARK OFFI CE

BEFORE THE BOARD OF PATENT APPEALS
AND | NTERFERENCES

Ex parte JANUSZ K. BALI CKI, BEZHAD NOUBAN
and KHUSROW KI ANI

Appeal No. 96-1286
Appl i cation 08/ 259, 360!

ON BRI EF

Bef ore URYNOW CZ, THOMAS and LEE, Adm ni strative Patent
Judges.

LEE, Adm nistrative Patent Judge.

DECI S| ON ON APPEAL

This is a decision on appeal under 35 U S.C. §8 134 from
the examiner's final rejection of clainms 1-13. No claimhas
been al | owed.

Ref erences relied on by the Exani ner

Fuss 3,702, 393 Nov. 7,
1972

! Application for patent filed June 14, 1994.
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Ni ssen et al. (N ssen) 4,152,778 May 1, 1979

"Appel lant’s admtted prior art on pages 1-2 and Fig. 1 of the
specification" (see exam ner’s answer at page 2)
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The Rej ections on Appeal

Clainms 1-13 stand finally rejected under 35 U S.C. § 103
as bei ng unpatentable over "appellant’s admtted prior art on
pages 1-2 and Fig. 1 of the specification in view of N ssen et
al. or Fuss."

The | nventi on

The invention is directed to a nethod and apparatus for a
| ook-up table built on programrabl e architecture nenory
el ements. According to the appellants, the nunber of
progranmmabl e architecture elenents required for a | ookup-table
perform ng a nunber of specific nmulti-variable |ogic functions
is reduced, as conpared to prior art | ookup-table nethods and
devices. Clains 1 and 9 are representative and are reproduced
bel ow:

1. A nethod for designing a limted function | ook-up
tabl e having a reduced nunber of programmabl e architecture
el enents, the | ook-up table having a plurality of inputs, the

nmet hod conpri sing:

choosing a plurality of logic functions to be perforned
by the | ook-up table;

determ ning an output state for each set of input
vari abl es, each output state conprising an array of responses
of the plurality of logic functions to a particular set of
i nput vari abl es;

form ng groups of the output states, the groups of output
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states conprising identical output states;

elimnating selected groups of the output states, the
sel ected groups not requiring progranmabl e architecture
el ements; and

assigning a progranmabl e architecture el enent for each
remai ni ng group of output states, each programmable
architecture elenent being for storing the responses of a
particul ar output state.

9. A look-up table architecture for performng AND, OR
and XOR |l ogic functions, the | ook-up table architecture
conpri si ng:

a | ook-up table output termnal;

no nore than four progranmabl e architecture elenents, the
programmabl e architecture el enents for storing outputs, the
out puts being organi zed into output states, each output state
conprising responses of the AND, OR, and XOR |l ogi ¢ functions
to a particular set of input variables, each programuable
architecture el enent being for storing the outputs of a
particul ar output state;

a plurality of logic gates coupled to the programable
architecture el enents and the | ook-up table output termnal,
the logic gates for gating the outputs stored in the
progranmmabl e architecture elenents to the | ook-up table output
term nal; and

at least three input termnals connected to the |logic
gates, signals being supplied to the input termnals, the
signals defining an input state to control the plurality of
| ogic gates, thereby facilitating the gating of an out put
stored in a particular progranmabl e architecture elenent to
the output term nal.

Qpi ni on

W reverse.
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A reversal is not an affirmative indication that the
clai ns on appeal are patentable over prior art, even those
cited and applied by the examner. W focus only on the
exam ner’s rationale and stated position for rejecting these
cl ai ns.

In rejecting clains under 35 U S.C. 8§ 103, it is
I ncunbent upon the exam ner to establish a factual basis to

support the | egal conclusion of obviousness. See In re Fine,

837 F.2d 1071, 1073, 5 USPQ2d 1596, 1598 (Fed. Cir. 1988). In
so doing, the exam ner is expected to nake the factua

determ nations set forth in Grahamv. John Deere Co., 383 U S

1, 17, 148 USPQ 459, 467 (1966), and to provide a reason why
one wth ordinary skill in the art would have been led to
nodi fy or conbine prior art references to arrive at the
claimed invention. Such reasons nmust stem from sone teaching,
suggestion, or inplication in the prior art as a whole or
know edge general ly possessed by one with ordinary skill in

the art. Uniroyal Inc. v. Rudkin-WIley Corp., 837 F.2d 1044,

1051, 5 USP@d 1434, 1438 (Fed. Cr.), cert. denied, 488 U S.

825 (1988); Ashland QI, Inc. v. Delta Resins & Refractories,

Inc., 776 F.2d 281, 293, 227 USPQ 657, 664 (Fed. Cir. 1985),
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cert. denied, 475 U. S. 1017 (1986); ACS Hospital Systens, Inc.

v. Mntefiore Hospital, 732 F.2d 1572, 1577, 221 USPQ 929, 933

(Fed. Cir. 1984). These showi ngs by the exam ner are an
essential part of conplying with the burden of presenting a

prima facie case of obviousness. See, e.qg., In re Cetiker,

977 F.2d 1443, 1445, 24 USPQ2d 1443, 1444 (Fed. Gir. 1992).
W find that the exam ner failed to set forth sufficient

factual basis concerning prior art teachings and suggestions

therefromto account for all the differences between the

clai med invention and the prior art. Specifically, on page 2

of the final Ofice action (Paper No. 12), the exam ner

recogni zed and acknow edged that the appellants’ own adnitted

prior art does not disclose followi ng the steps of appellants’

claim1:
1. form ng groups of the output states;
2. el i mnating sel ected groups of output states; and
3. assi gning a programmabl e architecture el enent

for each remaining group of output states.
According to the examner, this deficiency is nmade up by
either Nissen or Fuss, in the alternative. 1In that regard,

the final Ofice action states (page 2, line 16 to page 3,
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line 1):

Ni ssen et al. disclosed the steps of form ng groups

of the output states, elimnating sel ected groups,

and assigning a progranmabl e architecture el enent

for each remaining group (col. 4, line 41, et seq.).

Fuss al so di scl osed the steps of form ng groups of

the output states, elimnating selected groups, and

assigning a programmabl e architecture el enent for

each remai ning group (col. 2, line 29, et seq.).

Just specifically how each of Ni ssen and Fuss di scl oses
(1) form ng groups of output states where each output state
conprises an array of |ogical function responses to a
plurality of inputs, (2) elimnating selected groups of the
out put states which do not require programmabl e architecture
el enents, and (3) assigning a progranmable architecture
el ement for each of the remaining groups of output states, has
not been adequately explained. Neither the appellants nor
this Board shoul d have to guess or specul ate on what factua
findings on the scope and content of the prior art the
exam ner has in mnd.

In the disclosure of each of Nissen and Fuss, it is
uncertain what the exam ner regards as the |ogical functions,
the |l ogical function responses, the plurality of input
vari abl es, an output state representing an array of | ogica

function responses to the plurality of inputs and groups of
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output states. The appellants dispute that either N ssen or
Fuss di scl oses these features of the clainmed invention.
Wthout clear findings for these claimelenents, it cannot be
said that a sufficient factual basis has been established in
support of a rejection for obviousness. Insofar as these
claimfeatures are concerned, the cited portions of N ssen and
Fuss do not speak for thenselves in the absence of a
reasonabl e expl anati on by the exam ner.

In response to the appellants’ assertion that neither
Ni ssen nor Fuss discl oses the above-quoted features of the
clained invention, the exam ner again fails to make specific
factual findings with regard to the features at issue or
expl ain how they are found in the disclosure of N ssen or
Fuss. Instead, the exam ner responds (exam ner’s answer at 5)
by stating nmerely that "both N ssen et al. and Fuss teach the
wel | known capability of reducing the nunber of nenory
el ements by grouping identical (or redundant) data." The
probl emw th that approach, however, is that the clains do not
just broadly recite reducing the nunber of nenory el enents by
groupi ng identical data. Rather, the clains include nunerous

specific claimelenents or specific steps perfornmed on these
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claimelenents, all of which nust be accounted for in
establishing a case of prima facie obviousness.

Moreover, neither N ssen nor Fuss is directed to a | ook-
up table inplenenting |ogical functions for nultiple

vari ables. The general idea of grouping identical data to

reduce nenory requirenents woul d not have reasonably suggested
the specific features of the appellants’ clains concerning

| ogi cal functions, grouping of output states each representing
an array of |ogical function responses, elimnation of

sel ect ed out put states and assi gnnment of a progranmabl e
architecture elenent to the remaining output states. The nere
fact that the prior art may be nodified in the manner
suggested by the exam ner does not nake the nodification

obvi ous unless the prior art suggested the desirability of the

nmodi fi cati on. In re Fritch, 972 F.2d 1260, 1266 n. 14, 23

USPQ2d 1780, 1783-84 n.14 (Fed. Cir. 1992); In re Gordon, 733

F.2d 900, 902, 221 USPQ 1125, 1127 (Fed. Cir. 1984).
Qobvi ousness may not be established using hindsight or in view
of the teachings or suggestions of the inventor. Para-

O dnance Mg. Inc. v. SGS Inporters Int’'l Inc., 73 F.3d 1085,

1087, 37 USPd 1237, 1239 (Fed. Cir. 1995), cert. denied, 117
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S. . 80 (1996). The appellant is correct that nerely citing
a reference which describes a simlar generic goal is not
sufficient to obviate the specific limtations of the
appel l ants’ cl ai ned i nventi on.

| ndependent clainms 5, 9, and 13 are apparatus clains and
do not recite the nethod steps di scussed above in connection
with the deficiencies in the examner’s findings. However,
they each recite a specific |ook-up table architecture
inplementing a plurality of logical functions. And |like claim
1, they each require the inplenmentation of multi-variable
| ogi cal functions, output states each representing the |ogica
function responses for a particular set of input variables and
progranmabl e architecture el ements each for storing the
responses of a particular output state. NMore inportantly,
they each recite a limt on the nunber of programmble
architecture which is less than that necessary for
I npl enmenting a | ook-up table capable of perform ng al
possible logic functions of the plurality of input variables.
In that regard, clains 9 and 13 require at |east three input
term nals but no nore than four programabl e architecture

el ements (claim9) or programuable static random access-nenory
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cells (claim13). Inplicit in this |ook-up table architecture
is that those output states not requiring a programable
architecture el enent or those non-occurring output states are
elimnated or ignored. The output states are those of nulti-
vari abl e | ogi cal functions.

Accordi ngly, the above di scussion concerning i nadequate
findings by the examner as to claim1l are also applicable to
claims 5, 9 and 13. In any event, the exam ner’s broad and
general discussion of Nissen and Fuss does not constitute a
sufficient factual basis to nodify the appellants’ admtted
prior art to arrive at a |ook-up table for inplenenting a
limted nunmber of logic functions with fewer programrmabl e
architecture el enents than that necessary for performng al
possi bl e logic functions of the input variables. The nere
fact that the prior art may be nodified in the manner
suggested by the exam ner does not make the nodification
obvi ous unless the prior art suggested the desirability of the

nodi fi cati on. In re Fritch, 972 F.2d 1260, 1266 n. 14, 23

USPQ2d 1780, 1783-84 n.14 (Fed. GCr. 1992); In re Gordon, 733
F.2d 900, 902, 221 USPQ 1125, 1127 (Fed. Cir. 1984).

Qovi ousness may not be established using hindsight or in view
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of the teachings or suggestions of the inventor. Para-

O dnance Mg. Inc. v. SGS Inporters Int’'l Inc., 73 F.3d 1085,

1087, 37 USPd 1237, 1239 (Fed. Cir. 1995), cert. denied, 117

S. C. 80 (1996).
The initial burden is on the examner to establish a

prima facie basis to reject the clains. 1n re Cetiker, 977

F.2d 1443,

1445, 24 USPQR2d 1443, 1444 (Fed. Cir. 1992); In re Piasecki

745 F. 2d 1468, 1472, 223 USPQ 785, 788 (Fed. G r. 1984). The
exam ner nust provide an adequate factual basis to support an

obvi ousness concl usi on. In re Warner, 379 F.2d 1011, 1016,

154 USPQ 173, 178 (CCPA 1967). Here, the exam ner’s findings
are too vague and inconplete for supporting a case of prinma
faci e obviousness. The necessary burden has not been net.

For the foregoing reasons, we do not sustain the
rejection of clainms 1-13 under 35 U. S.C. 8§ 103 as being
unpat ent abl e over the appellants’ own admtted prior art, in
view of either Ni ssen or Fuss.

Concl usi on

The rejection of clainms 1-13 under 35 U.S.C. 8§ 103 as

bei ng unpatentabl e over the appellant’s adnmtted prior art and
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either Ni ssen or Fuss is reversed.

REVERSED

STANLEY M URYNOW CZ
Adm ni strative Patent Judge

BOARD OF PATENT
APPEALS AND
| NTERFERENCES

JAMES T. THOVAS
Adm ni strative Patent Judge

JAMESON LEE
Adm ni strative Patent Judge
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Joseph M Vil l eneuve

TOMSEND and TOANSEND and CREW LLP
Ei ght h Fl oor

Two Enbar cadero Center

San Francisco, CA 94111
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